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“risting Bizsi of Bugnion evaluates the
European Patent Office’s implementation of

Early Certainty at the examination and
opposition stages
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arly Certainty is the title being given

Lo a number of initiatives undertaken

by the European Patenl Office (EPO)

in order to speed up the patenl grant-

ing process and lo provide greater
certainty and timeliness when it comes to patent
applications.

EPO pre- and post-grant proceedings can be
slow and, frequently, cases can lie dormant at the
EPO for several years with a very slow turn-
around. This can be an issue when the application
concerns a rapidly changing technical field with
short product eycles. The first implemented initia-
tive was the Early Certainty from Search (ECIS)
vwhich was established in July 2014 with the aim
of accelerating the search phase and providing a
high-quality search report with a preliminary
wrillen opinion on patentability within six
months of filing, This objeclive was accomplished
in 2016 and, following this success, the EPO has
extended Early Certainty to the examination and
opposition stages. This responds to users’ calls for
betler efficiency and timeliness for the overall pro-
cedure and it should result in significanl improve-
menls lo these services. 16
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Applicants can file a requesl for the examina-
tion of a Furopean patent application up to six
months after the European Patent Bulletin men-
tions the publication of the search report. In this
examination phase, the EPO examines whether
the application and invention meet the require-
ments of the European Patent Convention and
whether the invention is patentable in the light of
the search report issued in the search phase. Cur-
rently this stage lasts 22.6 months on average,
which is generally considered a long period. For
this reason, by 2020 the EPO aims to reduce the
aforemenlioned timescale to 12 months after the
start of the examination.

The principal features of the new procedure
for examinalion are listed in the new version of
the EPO Guidelines for Examination issued on
November 1 2017 (Part C of EPO Guidelines).
Briefly, the Early Certainty initiative for examina-
tion mainly concerns the reduction of time for the
first instance decision, the introduction of sum-
mons to oral proceedings as a first action in exam-
ination, a minuted telephone conversalion as the
firsl communication in examination, a specific
procedure for enquires, extensions of time less
likely to be given and new refunds of examination
fees.

In exceptional situations the examining divi-
sion may now, as the first action in examination
proceedings, decide to summon the applicant to
oral proceedings (see C-111, 5). In this case, the ap-
plicant’s response Lo the search opinion will be
taken into account when drafting the annex Lo the
summons. The annex to the summons shall in-
clude the applicant’s requests in their entirety, as
detailed as a communication under Article 94(3)
of the EPC, contain no new objeclions or new doc-
uments and include reasons as to why the divi-
sion decided to direclly summon lo oral
proceedings as the first aclion in examination.
This will only occur in exceptional circumstances
and if, despile the applicant’s reply to the search

opinion, no possibility of a grant can be envisaged.
The sine qua non requirements are that the con-
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tent of the claims on file must not substantially dif-
fer from those that served as a basis for the search
and that one or more of the objections raised in
the search opinion, among those considered cru-
cial to the outcome of the examination procedure,
shall still apply.

The summons should be issued with at least
six months’ notice in order to allow the applicanl
sufficient lime to prepare any submissions ahead
of the oral proceedings. In accordance with the
principles applicable to the summeons (o oral pro-
ceedings, the applicant may avail himself of the
possibility to submit any arguments and amend-
menls by expiry of the deadline sel under Rule
116(1) EPC. If the applicant’s submissions contain
a forthright effort to overcome the examining di-
vision’s objections, oral proceedings may be post-
poned or cancelled. Otherwise, the examining
division may take a decision during these oral pro-
ceedings, in principle, even if the applicant does
not attend them (see E-I11, 6 and E-I11, 8.3.3.3).

Another new feature resulting from the imple-
mentation of Early Cerlainty initialives concerns
minutes as the first communication in examina-
tion (see G-VIL, 2.7). A telephone conversation can
now be used as the first action in examination pro-
vided the following condilions are fulfilled: tele-
phone minutes are issued, the telephone minutes
present the matters discussed (for example, objec-
tions or reasoning) with the same level of infor-
mation and structure as communication under
Arlicle 94(3), the telephone minules are issued
with a time limit for reply not shorter than four
months, unless agreed otherwise vwith the appli-
cant.

Matters not discussed during the conversa-
tion itself may be included in such minutes. How-
ever, it must be clear in the minutes that they were
not discussed during the telephone conversation.
If the above crileria are mel, minutes issued as the
firsl action in examinalion can replace the first
communication under Article 94(3) and Rule
71(1), (2) (see C-IIL, 4). Furthermore, examiners
may inform the applicant in a telephone call if the
examining division is considering issuing sum-
mons to oral proceedings as the [irst aclion in ex-
amination (sce C-1T1, 3). Instead ol issuing

separate telephone minutes, a remark regarding
the telephone call may be included in the sum-
mons. If, however, the examining division decides
not to issue swmmons at that stage, telephone min-
utes must be issued.

In specific cases, parties to proceedings be-
fore the EPO may have an interesl in making en-
quiries about the progress of their file and thus
obtaining information on when the next office ac-
tion is to be expected. A specific procedure for en-
quiries is now available to all parties to
proceedings before the EPO’s departments of first
instance and applies to enquiries filed on or after
November 1 2016 (see the notice from the EPO
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dated August 2 2016, OJ EPO

2016, A66). This procedure of

processing and replying to an

enguiry is possible only if the
enquiry is filed online using the

BPO form 1012 and submitted

for only one application or

patent at a lime for which the

EPO will issue an acknowledge-

ment of receipt. Both the en-

quiries and the replies from the

EPO lform integral parts of lhe

file and, as such, are open to

public file inspection.

The time necessary for
managing enquiries can be
very variable and can depend
on specific factors. For example,
the non-payment of the renewal
fee by the due date under Rule
51(1) may delay the EPO’s han-
dling of an enquiry. In general,
the EPO will reply to enquiries
by indicating a lime within
which the next office action
may he expected, taking inlo ac-
count the workload in the fech-
nical area concerned and the
internal deadline for the com-
pletion of the pending aclion.

Nevertheless, the EPO can
automatically issue the next of-
ficial action within one month
from an enquiry in the follow-
ing cases:

e if the extended/partial Ku-
ropean search report in re-
spect of European patent
applications filed on or
after June 1 2014 (includ-
ing internalional applica-
tions entering the
European phase where the
EPO did not act as (Supple-
mentary) International
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priority (second [ilings)

has not been issued.

Unlike the PACE pro-
gramme, the filing of enquiries
does not imply a general accel-
eralion of the prosecution of Eu-
ropean patent applicalions.
Prosecution of the application
can be accelerated by sepa-
ralely requesting application of
the PACE programme (see [-
Y111, 4). Although filing an en-
quiry does not guaranlee
acceleration of Lhe examination,
it can provide more certainty as
lo when the next commumnica-
tion may be expected.

In addition, in accordance
with Article 11(b) rules relating
to fees, the EPO has increased
lhe existing 75% refund of ex-
amination fee to 100% if the Eu-
ropean palenl application is
subsequently withdrawn before
slarl of substantive examina-
tion and an additional 50% re-
Tund will be introduced in cases
where the application is with-
drawn belore expiry of the time
limit for replying to the first of-
ficial commuunication in exami-
nation. For a summons to oral
proceedings, this is also the
deadline provided on the sum-
mons for making written sub-
missions and/or amendments
under Rule 116 EPC. However,
other formats for a first commu-
nication in examination are
also now possible, such as an
invitation under Rule 137(4)
EPC to indicate basis for
amendments.

The opposition procedure
is a post-grant inler partes (pro-

Searching Authorily) has not been issued
within six months from the filing date or from
expiry of the period under Rule 161(2); or

* ifan office action in respect of an application
which is being processed under the PACE
programme or for which a previous enquiry
has been made has not been performed
within the committed period.
It can issue the aclion within six months from

receipt of the enquiry:

= if the extended/partial European search re-
port in respect of European patent applica-
lions (including Patent Cooperalion Treaty
(PCT) applications entering the European
phase where the EPO did not act as (S)ISA)
filed before June 1 2014 and which do claim
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prietor versus one or more opponents) procedure
which comprises a first instance before a panel of
three examiners and, if necessary, a second in-
stance (appeal) before a technical board of appeal.
The term for filing an opposition is nine months
from publication of the mention of grant of the Eu-
ropean patent. The grounds for opposition are lim-
ited to non-patentable subject maltler, lack of
novelty or invenlive step, insufficient disclosure
or added subject matter. There are three possible
outcomes at the end of the proceedings: a) the op-
position is rejected and the patent is maintained
as granted; b) the palent is maintained in an
amended form (in which case a new patent spec-
ification is published) and ¢) the patent is revoked.
All adverse decisions taken by the opposition divi-
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sion (OD) can be appealed within two months
from the date of notification of the opposition de-
cision.

In order to simplify and reduce the length of
straightforward opposition proceedings, the EPO
started the Early Certainty from Opposition with
the goal of reducing the average time for a deci-
sion for a standard case to within 15 months of the
expiry of the ninth month opposition filing term.
The EPO also guaranteed that il would maintain
a certain [lexibility in allowing longer timelines if
necessary in order to lake account of post-filing
data and complicated cases. The principal fea-
tures of the new procedure concern a reduced
time to the firsl instance decision. Previously,
patenlt proprietors had four months to reply to an
opposition, with a two-month extension available
upon request and additional further extensions.
With the new Early Certainty initialive, extension
will be available only in exceptional cases. There-
fore patent proprietors will now have just four
months to arrange their response to the opposi-
tion.
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In conclusion, accelerating the patent-granting
procedure with the Early Cerlainty initiatives
seems to be the right answer for applicants who
wanl their patents quickly granted and want (0 X~
ploit their inventions before the technology be-
comes ontdated. The same also applies to patentees
and opponents who may be waiting for the out-
come ol opposition proceedings Lo decide on & busi-
ness strategy. Faster decisions will increase legal
certainty not only for proceedings before the EPO
but also [or infringement proceedings in natonal
jurisdictions. On the other hand, not all users have
the same interest in accelerating the patent-grant-
ing process. For example, they may wish to delay
the prosecution process until they know the out-
come of examination in another country or they
may be waiting for agreement on a funding or li-
censing matter. Furthermore, the meaning of
straightforward opposition and exceplional circum-
stances is not clear, and it seems that the EPO will
judge each request for a time extension on ils indi-
vidual merits. Another questionable point is
whether this policy is fair for patentees, since op-
ponents have nine months fo prepare and file an
opposition, while patentees now have only four
months lo respond. Additionally, if the Early Cer-
tainty programme results in a significanl increase
in the number of oral proceedings at an early stage
of the examination proceedings, this could have
quite significant negative consequences for most
applicants due to an increase in costs of the overall
prosecution. Finally, it should be considered that
these changes only apply to the first instance part
of the opposition process and therefore do not affect
appeal proceedings. Leaving untouched hacklogs
before the Board of Appeal resulls in a delay of al
least three years. Thus, even wilh a streamlined ex-
amination and opposition procedure, it is likely
(hat several years will still be needed for cases to
be finally resolved before the EPO.
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