FUTURE OF IP ITALY

Gl/19 and a game of golf:
non-obviousness is a par-3 hole

Marco Lissandrini of Bugnion likens the decision in G1/19 to a round of golf,
explaining the three-step pattern of reasoning to assess inventiveness

olf is a game of precision. You start by

hitting a powerful shot to try to get the

ball close to the green. At the moment

of the first shot (the ‘drive’), the hole

flag is still quite far away and sometimes

can barely be seen. You do not expect to
put the ball in the hole and it is fine to get closer to stay
in the game. Then, you hit a second shot (the ‘ap-
proach’), a more precise one, to have the ball arrive
nearer to the pin. Finally, you target the hole and put
the ball in the cup (the ‘putt shot’). On a par-3 hole, a
player may hit the pin in three shots.

After decision G1/19, inventive step assessment for
computer-implemented invention (CII) is like a par-3
hole, you have to get there in three shots. With the first
shot, the applicant must overcome the first hurdle, i.e.
eligibility under Article 52 of the European Patent Con-
vention (EPC). With the second shot, the applicant
must be more accurate and identify more precisely
which features contribute to the technical character of
the invention. Finally, with the third shot, the applicant
must put the ball in the hole, i.e. must prove inventive
step over the closest prior art.

According to G1/19 (point 39), the two-hurdle ap-
proach for CII actually entails three steps, wherein es-
tablishing whether a feature contributes to the technical
character of the invention constitutes an intermediate
step between assessing (i) the invention eligibility
under Article 52 EPC and (ii) whether the invention is
based on an inventive step vis-a-vis the closest prior art.
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This additional intermedi-
ate step serves as a filter for
features contributing to a
technical solution of a tech-
nical problem in view of the
closest prior art. Only those
distinguishing features can
contribute to inventive step.

The first shot -
‘drive”: invention
eligibility

An invention is eligible, if it
has ‘technical character’.

Unlike US patent law, the
EPC does not provide for
any statutory categories and
it establishes that an inven-
tion is patentable as long as
it is ‘technical’ Unfortu-
nately, ‘technical’ is not de-
fined either in the EPC, nor
in the case law.

In general, it is commonly
acknowledged that an in-
vention has technical char-
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ing computer hardware;

« Serves a ‘further’ purpose
as a result of the imple-
mentation of some aspects
in the ‘virtual’ (numerical)
world, i.e. it is indirectly,
but unambiguously, able
to provide for an impact in
the real world; or
Contains physical fea-
tures. In this latter regard
- probably for the first
time ever in such clear
terms — decision G1/19
has explicitly stated that
‘physical’ or ‘tangible’ fea-
tures are anyway not es-
sential to confer technical
character to the claimed
subject-matter. On the
other hand, however, the
claimed features must not
be obscure, vague or ab-
stract.

The second shot -
‘approach”:
features
contributing to

acter to the extent that it
relates to a technical field, it
concerns a technical prob-
lem, it has technical features
in terms of which the matter
for which protection is
sought can be defined in the
claims or results in a techni-
cal effect. This acknowledgment still might appear ob-
scure, hence examples are more useful for gaining
hindsight of what can be ‘technical’

As far as software is concerned, ‘technical’ can be, e.g.
processing physical data parameters or control values
of an industrial process; processing which affects the
way a computer operates (increasing speed, enhancing
memory); the physical features of an entity (disk, port,
database). On the other hand, ‘non-technical’ is, e.g.
processing non-physical data, such as monetary values,
business data, graphical presentations and text.

To assess eligibility (patentability), a claim must be
considered ‘as a whole) regardless to the state of the art.
Thus, a general and holistic approach to the subject
matter must be held, rather than an atomistic and de-
tailed examination of the claimed features. Such an ex-
amination will come at the second step.

An invention has ‘technical character), if the recitations
make it clear that the subject matter ‘as a whole’:
« Serves a concrete purpose in the real world, includ-
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technicality

Marco is a graduate of aerospace engineering
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Once the first shot has been
taken, time has come to be
precise and get close to the
hole. In this step, a claim is
compared, vis-a-vis, with the
state of the art, to identify
those novel features which distinguish the claimed sub-
ject matter from the closest prior art.

From these novel features, only those that are ‘technical’
can be taken into account in assessing inventive step. In
this regard, decision G1/19 confirms and follows the
COMVIK approach (T641/00), whereby only claim
integers that contribute to the technical character of the
claimed invention can contribute to inventive step.

A claim integer that is non-technical per se may, in some
circumstances, be taken into account when evaluating
inventive step, if in the context of the invention, con-
tributes “to producing a technical effect serving a tech-
nical purpose, thereby contributing to the technical
character of the invention” (EPO Guidelines for Exam-
ination, Part G, Chapter VII, 5.4).

With the aim of providing some guidance for the sec-

ond shot of our golf game, features are ‘technical’ if:

« They are ‘physical’ (concrete); however, generic
wording introducing alleged ‘physical’ entities does
not confer ‘technicality’ For example, expressions
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“G1/19 has supplemented the previous two-hurdle
approach with the intermediate step of establishing
which features contribute to the technical character.”

like ‘neural network’, ‘artificial intelligence’, ‘compu-
tational node’ are considered too vague, whereby the
corresponding features are considered as ‘abstract’
and thus non-technical;

o They are aspects providing an effect that ‘directly’
solves a problem in the real world (including com-
puter hardware) and not, e.g. in administrative, fi-
nancial or human-mind realm; or

o They are aspects having a ‘specific’ (i.e. not vague)
implementation, even if they are non-tangible. As
such, aspects existing in the virtual world (e.g. Al,
machine learning, simulation) are in principle ad-
missible. Nevertheless, they can be ‘technical” aslong
as they achieve a ‘further’ result, in the sense that the
result is ‘indirectly’, but univocally, able to solve a
problem in the real world and not in the administra-
tive, financial, or human-mind world. A confirma-
tion comes from point 50 of G1/19 saying that the
criterion ‘technical effect going beyond the simula-
tion implementation’ is understood to mean any ‘fur-
ther’ technical effect going beyond the ‘normal’
physical interactions between the program and the
computer on which the simulation is run. In addi-
tion, point 137 states that aspects of the model may
contribute to technicality if, for example, they form
the basis for a further technical use of the outcomes
of the simulation (e.g. a use having an impact on
physical reality).

In this latter regard, point 88 of G1/19 further states
that there is no need to require a ‘direct link’ with (ex-
ternal) physical reality in every case. On one hand, tech-
nical contributions may also be established by features
within the computer system used. On the other hand,
there are many examples in which potential technical
effects — which may be distinguished from direct tech-

nical effects on physical reality — have been considered
in the course of technicality/inventive step analysis.

While a direct link with physical reality is in most cases
sufficient to establish technicality, it cannot be a neces-
sary condition. As for ‘potential technical effects’ (point
96 of G1/19), they are ‘downstream’ effects which may
be caused by data output. Surely, numerical data output
from a computer is a necessary pre-condition for any
effects that are caused and the ‘downstream effects’ can
be seen as a potential effect of the software.

However, the technical nature of some effects inside
the computer does not mean that the ‘downstream’
effects caused by the data output of the computer are
necessarily of a technical nature. In addition, if
claimed data or data resulting from a claimed process
have relevant uses other than the use with a technical
device (such as for controlling a technical device), it
must be ascertained that a technical effect is achieved
over substantially the whole scope of the claimed
invention.

As an example, where a simulation involves training of
autonomous vehicles, and the simulation is used to ad-
just braking profiles of the production vehicle, then the
boundaries of the model (e.g. maximum braking force;
coefficient of friction of rubber on tarmac, etc.) form
the basis of a further technical use and will therefore
contribute to the technical character of the invention.

The third shot - ‘putt”: inventive step
vis-a-vis the prior art

Eventually, ready to hole!
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“Unlike US patent law, the EPC does not provide for any
statutory categories and it establishes that an invention
is patentable as long as it is “technical’.”

We started from a distance and passed the first hurdle,
namely invention eligibility under Article 52 EPC.
Then, we hit an approach shot, more precise, and so we
passed the second hurdle, i.e. identifying those novel
features which, on one hand distinguish the claimed
subject-matter from the closest prior art and, on the
other hand contribute to the technical character of the
invention.

Now, we are ready to put the ball in the cup by hitting
a precise shot — ‘putt’ — that allows us to overcome the
third hurdle, i.e. establishing whether those technical
features provide for an inventive step over the closest
prior art.

Decision G1/19 does not deviate from the so-called
‘problem-solution approach), therefore the latter re-
mains the legal framework for evaluating inventive step.

As known and referred to by G1/19 (point 26), the
‘problem-solution approach’ consists of the following
steps:

i) Determining the ‘closest prior art’;

i) Assessing the technical results (or effects) achieved
by the claimed invention, when compared with the
‘closest prior art’;

iii) Defining the technical problem to be solved, the ob-
ject of the invention being to achieve said result; and

iv) Considering whether or not the claimed solution,
starting from the closest prior art and the objective
technical problem, would have been obvious to the

skilled person.

As far as CII are concerned, it is common that the
claimed subject matter contains a mixture of technical
and non-technical features. In this regard, decision
G1/19 has upheld the COMVIK approach, according
to which an invention having technical character as a
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whole is to be assessed with respect to the requirement
of inventive step by taking account of all those features
which contribute to said technical character, whereas
features making no such contribution cannot support
the presence of inventive step.

To this end, G1/19 has supplemented the previous
two-hurdle approach with the intermediate step of es-
tablishing which features contribute to the technical
character. Decision G1/19 has also confirmed previous
case law that explicitly states that the COMVIK ap-
proach does not contradict the ‘problem-solution ap-
proach) rather it is a special application of the
‘problem-solution approach’ to inventions that contain
a mix of technical and non-technical features
(T1503/12, point 3.3).

Have a good game

G1/19 has provided further guidance in determining
whether or not CII are inventive over the prior art. A
three-step pattern has entered the arena: (i) assessing
eligibility of the subject matter ‘as a whole) regardless
to the state of the art; (ii) identifying which features
contribute to the technical character, ‘physical’ features
not being essential to confer ‘technical character’ and
‘further potential” technical effects being admissible for
‘technicality’; and (iii) applying the ‘problem-solution
approach.

Like a hole par-3 requires playing three shots, albeit
with varying difficulty from course to course, so G1/19
requires a three-step pattern of reasoning to assess in-
ventiveness: sometimes it can be easy, sometimes not.
The fun is to play on different courses and measure
yourself with increasing difficulties — therefore have a
good game and keep training!



